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Introduction to IP 

IP and Innovation 

Innovation – process by which new ideas are successfully exploited to create econ, social and environmental value 

-IP is an umbrella term for things created by the human mind that have value: ideas, creations, knowledge – the stuff of innovation 

 

Characteristics of IP 

-intangible 

-non-exclusive 

-non-rivalrous 

 Enjoyment is not diminished by other’s uses 

 

-can lead to the free-rider issue 

 

What is IP? 

-the law recognises that people can have rights related to IP (an IPR) 

-rights can be described as entitlements that others do or do not something (a duty – being that which a person ought, or ought 

not to do) 

-the legal recognition of rights to IP creates a barrier (duty) from people accessing/using IP – it makes excludable what was non-

excludable 

 

-IPRS are essentially negative rights – rights to stop others from doing certain things 

-are typically territorial in nature (c.f. copyright) 

-time limited (except TMs) 

-can overlap in respect of a thing 

 

-the state grants registered IPRs to people by way of statute 

-in NZ you apply to register patents, TMs and designs at IPONZ 

-IPONZ keeps a register of rights that is free to inspect 

-exceptions 

 © = automatic and non-registrable 

 unreg TM = PO 

 

The law recognises IPRS as property rights 

-statutory recognition of IPRS as prop rights 

 IPRs are enforceable against the world – not binding to one perso 

 Can be owned exclusively by one person 

 Can exclude others from use 

 Can be bought/sold/licensed, and you can grant securities over 

-NB: confidential info is sometimes included with the umbrella term IP, but is not really property  

 

What IP protects and how 



Useful (usually function or technical) ideas 

-Patents Act 1953/2013 

-Confidential Info – common law 

 

Original expression (of ideas, not the ideas themselves) 

-Copyright Act 1994 

 

Physical Apperance 

-Designs Act 1953 

-Copyright Act 1994 

 

Distinctive indentity 

-TM Act 2002 

-PO 

 

Complementary asssets 

-in addition to IPRs, a business enterprise may have valuable assets – know-how, skills of E, valuable distribution methods, etc 

-the law does not recognise these assets as property or subject to IPRs – but equally if not more important 

 

Rationales for IPR 

-consequentialism and economic utility arguments 

-if we give inventors the right to exclude others, they are more likely to invent something  

-pharmaceutical companies investing billions in creating drugs; why would they do it if they can’t exclude people? 

-if people invent more things; its worth it for society 

-rights based argument (deontological arguments) 

 You deserve the fruit of your labours 

 Shouldn’t be able to reap where you have not sewn 

 

Role of IPRs in innovation and commercialisation 

Commercialisation – process of converting an innovative idea into replicable product or service – and then introducing the new 

product into the market 

-why do firms want to obtain IPRS? 

 Maintaining competitive advantage 

 Prevent copy cats 

 Licensing 

 Buys them time if in development of something (corner a tech field while doing R+D) 

-why do some firms not bother? 

 They can’t 

 Expensive 

 Want to keep developments a secret 

 First to market with a great idea 

 Drives cost up to consumers 



 

Sources of IP Law 

-Statutes (Patents Act, TM Act, © Act) 

-common law, e.g. passing off 

 

Interpreting the law 

-IP statutes 

-case law 

 

Sources of law 

-IPRs play an important role in facilitating international trade 

-NZ is party to a number of international treaties 

 Paris Convention for the Protection of Industrial Property 1883 

 Trips Agreement 1994 

-law is increasingly harmonised – NZ (and all countries in WTO) must comply with TRIPS 

 

IP rights in a CD 

-literary copyright in lyrics 

-music copyright in music 

-artistic copyright in artwork 

-photographs 

-artists trademark  

-copyright in the sound recording itself (the engineer etc) 

 

IP rights in a unique windsurfer 

-TM of “DIRT SURFER” 

-appearance – design (copyright OR registered design) 

-how it works – patent 

 

The Patent Grant + Patentable Subject Matter 

What does a patent get me? 

-patent is a state sponsored monopoly over an invention 

 basically the biggest of the IP protection measures 

-gives you the right to exclude others 

-s18(1) A patent gives the patentee the exclusive rights during the term of the patent, to exploit the invention and to authorise the 

person to explore the invention [Patent Act] 

 

Why do we have patents 

-strongest rationale is economic – incentive thesis 

 grant of a right to stop others copying your invention enables you t profit 

 profit is the incentive for further R+D 

 



The patent bargain 

-in return for a monopoly for 20 years the holder has to disclose the details of the invention 

-the disclosure requires information to be published in the patent document 

-idea of disclosing how the invention works 

 meaning others can in theory, go and find out how it works 

-once the 20 years have elapsed everyone can benefit and practice this invention, so everyone is better off 

 

Aspirin 

-1899 developed by Bayer 

-structure of molecule published 

-patent expired in 1917 (wasn’t 20 yrs back then) 

-formula publically available 

o allowing research, manu etc 

 

Story of Obstetrical Forceps 

-invented in 1588 and kept secret for almost 2 centuries leading to many deaths at childbirth 

-patent might have been the answer 

 

Territory 

-patents are territorial. Therefore: 

 a NZ patent n/a in other countries 

 if you want one in another country, you need one there 

-there is a simplified procedure to file patents in multiple countries ([Paris] Convention or PCT application) 

 

Term 

-20 years from date a “complete” application is filed 

 provided that renewal fees are paid 

-renewal fees (after grant) and maintenance fees (before grant) are due after 4 years from the filing and every year after 

-price goes up each time 

 links again with the Patent bargain 

-grant is when the patent is properly approved 

 

History 

-so we can understand what can be patented 

-the King used to grant monopolies to favoured people (or those who would pay for them) 

-the monopolies weren’t always “inventive” and weren’t always in the public interest (e.g. monopoly over salt) 

-after public outcry, Statute of Monopolies was passed; could only be for manner of new manufactures 

 but cannot use for immoral things; or against the wider public good 

 

Patentable Subject Matter 

-Patents Act 2013 definition of invention lined to manner of manufacture 

 Part 2 of Act 



 S13(1) – patentable invention 

o Refers to manner of manufacture 

-manner of manufacture has no ordinary meaning today 

 subject to interpretation by the courts 

-test in GEC’c Applications – lays out Moreton’s rules 

 if a manner of manufacture if: 

o result in production of a vendible product 

o improve or restore a vendible product 

o preserve a product from deterioration 

 vendible = saleable 

-NRDC Case 

 facts – NRDC discovered a new method to apply chemicals to the soil so as to kill weeds but not crops. Chemicals 

were known already, but had not been used to kill weeds before 

 issue – was this new process of weed killing a ‘manner of manufacture’ and therefore a patentable invention 

 the word ‘manufacture’ is not intended to reduce the question of patentability to one of verbal interp 

o could lead an adjudicator to think that only goods made by hand or machine are covered 

 rather the right question is ‘is the proper subject of the letters patent according to the principles which have been 

developed in the application of s6 of the Statutes of Monopolies?’ 

 Court held that product required broad understanding; didn’t just inlude a physical article- covered every end 

produced 

 Product may consist of an ‘artificially created state of affairs’ 

 And vendible should be interp to point “to the requirement of utility in practical affairs” 

 Invention must be economic 

 Invention did not belong to fine arts 

 On the facts the use of herbicide in eradicating weeds from a growing crop was a patentable subject matter 

o Invention produced an artificially created state of affairs – there was a physical effect 

o Invention was economic – provided an advantage 

o Did not belong to fine arts 

 

Post NRDC 

-A broad range of subject matter is considered to fall within the “manner of manufacture” definition and is therefore patentable in 

New Zealand. 

 

Judicial exclusions 

-Where the courts decide something does not fall within the definition of invention, this is a known as “judicial" exclusion (based on 

common law) 

-e.g. 

 aesthetic creations/creations in the realm of ‘fine arts’ 

 a mere discovery 

 a scientific theory 

 mathematical algorithms (linked to computer software) 

 mere schemes or plans (e.g. a great way of getting rich) 



 

Statutory exclusions in Patents act 

-contrary to morality or public order (s15) [note only if commercial exploitation of invention] 

 Public order - shouldn’t be able to get a patent on something that would cause disorder in society 

 Morality – e.g. cloning human beings, genetic ID, human embryos, modifying genetic ID of animals that is likely to 

cause them suffering w/o substantial benefit 

o The Harvard Mouse 

-modifying genetics of a mouse to give it cancer, to test 

-in US a patent was granted for this 

-in Europe – utilitarian balancing test – weigh suffering against expected medical benefits  

-In Canada – nope, not granted 

-other exclusions (s16) 

 human beings, invention of a treatment of human beings (surgery/therapy), method of diagnosis, plant variety 

-note these are applicable in NZ – other countries have different approaches 

 under US law “anything under the sun that is made by man” can be patented (has been a push back though) 

 

Computer software 

-historically it was possible to obtain patent over computer s/w on the basis that the invention involved the production of a 

commercially useful effect 

-Hughe’s Aircraft Company’s Application resulted in the improvement of air traffic control and therefore the prevention of mid-air 

collisions 

-now Patents Act 2013 s11 

 computer program is not an invention or manner of manufacture 

 the process is an invention where it is not based solely on the fact it is a computer program; for example when 

combined with a washing machine, to improve efficiency. Computer program is the only factor that improved 

performance 

 does the contribution lie solely in it being a computer program 

o If not; then will be granted as an invention 

 Computer software just for running on a computer – potentially not; just uses basic hardware 

 

Business methods 

-another tricky area 

-Position in NZ: it has been suggested business methods are currently potentially patentable if they:* 

 Produce a commercially useful effect; an 

 Produce an artificially created state of affairs. 

-But can’t be a mere scheme or plan. So “pure” business methods not patentable. 

 

Homework task - go to www.iponz.govt.nz and then ‘patent search’.  

What is the patent number for Sega’s Game System patent? 

Who has filed a patent for a rugby scrum support? 

What is the title of patent no. 565868? 

 

http://www.iponz.govt.nz/


Patent anatomy 

-general info 

-detailed description 

-drawings 

-claims 

 

How to read a patent 

-inventors cannot be a company 

 require a declaration of inventorship 

-inventors assign rights to company 

-owners shown by ‘Applicant(s)’ section 

-priority date at the bottom of the page 

 priority date is when originally filed in one country; and then due to conventions, is applied for overseas 

 

Field of Invention – area of technology of invention. 

Background – sets the scene. Will typically outline the common general knowledge and outline the problem that is addressed by 

the invention. 

Summary of Invention – Gives the reader an indication of what the patent applicant regards as the boundary of the invention.  

Detailed Description 

 The nature of the invention and how to carry it out is disclosed. May include reference to any relevant figures or 

drawings. 

 Describes the “preferred embodiment”. This is inventor’s favoured implementation of the invention. 

 

Complete Specification 

 Prior Art – what has gone before 

 Preferred embodiment – a preferred way of carrying this out; a patent is directed at people skilled in the art 

 Claims 

-s39(1)(a) must disclose the invention in a manner that is clear enough and complete enough for the invention to be performed by a 

person skilled in the art”; and 

Section 39(1)(b) “disclose the best method of performing the invention that is known to the applicant and for which there is an 

entitlement to claim protection”. 

Section 39(1)(c) – end with claims.  

 

Description – part of the patent bargain 

 -The purpose of the patent specification is to communicate the idea of an invention. 

 -If a patent fails to disclose information about how to make or practice an invention – then the patent bargain is violated 

and the patent can be challenged. 

 -This is usually called insufficiency. 

  

 Insufficiency 

 -Section 114(1)(c) – a patent can be revoked if the complete requirements do not comply with the Act. (challenging after it 

was granted) 



 -See also s 92(1)(c) opposition (challenging before it is granted) 

 -Three categories of insufficiency: 

 Enablement – not enough info in complete specification 

 Claims too wide 

 Ambiguity.  

  

 Claims 

 The claims are the most important part of a patent as they define the boundaries of an invention. Claims describe what 

the patent covers 

 -must relate to one invention only 

 -must be clear and succinct 

-must be ‘supported’ by the matters disclosed in the complete specification 

 cant claim something you haven’t disclosed to the public (reflects the patent bargain) 

-An independent claim is a patent claim that does not refer back to or depend on another claim 

-A dependent claim refers back to (depends on) and further limits an independent claim 

 

 

Claims that lack support 

 “The claims should not extend to subject matter which, after reading the description, would still not be at the disposal of 

the person skilled in the art”. 

 Generics (UK) Ltd v H Lundbeck A/S [2009] RPC 13 

 E.g. the scope of a claim is wider than is justified by the description in the specification.  

 

 

Patent	

Unauthorized	access	
over	property	
boundary		
=	trespass	

Unauthorized	use,	sale	
of	patent	with	
boundaries	of	claims	=	
patent	infringement	

A	claim	defines	the	boundaries	of	an	inven on.	



 

Construing claims 

Peterson Portable Sawing Systems Ltd (In Liquidation) v Lucas [2006] NZSC 40 at [26] to [28]: 

 “A patent specification is to be read as a whole and given a purposive construction”. 

 “The claims are to be interpreted by reference to the object and description in the body of the specification”. 

 However, “the description…cannot modify the monopoly the inventor has clearly marked out. If his claim is 

formulated too narrowly so that imitators do not infringe, that cannot be rectified by reference to the 

description”. 

 

Peterson Portable Sawing Systems ltd (In Liq) v Lucas 

 Claims reflect the skill of the drafter who seeks to claim as widely as possible to encompass potential infringements but 

avoiding such width as may be invalid 

 

-making a new claim; often keep it quite narrow; going too wide, may infringe on prior art 

-Each claim must be written as one sentence. 

-A claim can be independent or dependent on an earlier claim(s). 

-Generally, claims begin with the broadest claim and progress to narrower claims. 

 

What is the point of dependent claims 

Broader the claim – more likely it is invalid because prior art might already disclose it. 

A dependent claim may be valid. 

Common practice to have a broad 1st claim and then a whole lot of narrower dependent claims. 

An integer is a step or feature in claim 

For example (Patent No. 511767): 

 A corkscrew which includes a helicodal body to be inserted into a cork by screwing 

 Said body being hinged to lever of elongate shape 

 Said body being placed in a position essentially parallel to said lever in rest position, but emerging from the latter 

during functioning…. 

 

Mousetrap 

Refer US Patent No. 5,502,918 

 If a another mousetrap did not incorporate one or more of the described elements, it will fall outside the scope of the 

claim.  

For example if a mousetrap does not tip but relies on a spring loaded mechanism to shoot a ping-pong ball down the tube to mouse 

trap it would fall outside claim 1. 

 

Obtaining Patent Rights 

First Step: Search 

Patentability search – to determine whether or not an invention is patentable (c.f. freedom to operate search – can I sell/create 

without infringing?) 

 if a patent is expired; you are guaranteed freedom to operate; but you cannot get a patent yourself 

-patentability search may allow patent application to be drafted to distinguish it from prior art 



-may also provide a mechanism to assess the scope of protection available; i.e. how ‘strong’ the granted patent would be 

 

Application process 

-patent application must be accompanied by a specification, either: 

 complete – precise explanation of invention, with claims, drawings and the method by which it is to be performed 

 provisional – describes the invention in broader detail [12 months to then file a complete one] 

-an application can be convention or non-convention 

 convention – where filed in country X first, and then country Y within 12 months 

 non-conventional – filed in country Y straight away 

 

Provisional application (followed by a complete) non convention 

 

Priority date = date the provisional is filed 

-a provisional specification must include the title of the invention and a description of the invention (usually drawings as well) 

-advantages of filing a provisional  

 establish an earlier priority date 

o priority date = date that novelty is assessed at 

 can only get a patent on something new 

 if you disclose to the world, that destroys your novelty 

 can disclose invention to interested parties (provided that the publication or use is confined to what you disclosed in 

the provisional application 

 gain an application # 

 get 12 (extendable to 15 months) to obtain finance, partners, etc 

 Essentially you get priority from when you file your provisional application; so you are able to block people 

o Your complete application is filed later; but you maintain your earlier priority date 

-no way to search for provisionals 

 

Claims must be supported 

-for claims in a complete specification to take the priority date of a provisional application the claim must be supported by the 

matter disclosed in that provisional specification 

 make a provisional specification broader 

-idea of support replaces the old law of fair basis, but similar notion 


