
TOPIC 1: INTRODUCTORY ISSUES 

1. SPECIES OF INTELLECTUAL PROPERTY 

1.1. Patents 

-‐ Protect inventions 

-‐ Require registration 

-‐ Require public disclosure of invention in exchange for monopoly rights 

-‐ Duration: Strong, broad protection for a short period (20 years, 8 years) 

1.2. Copyright 

-‐ Two classes of copyright protection: 

o Part III Copyright Act ‘authorial’ works: literary, dramatic, musical and 
artistic works 

o Part IV Copyright Act ‘entrepreneurial’ works: sound recordings, 
cinematograph films, television broadcasts and sound broadcasts, 
published editions of works, etc.  

-‐ Protects expression in material form, not ideas (idea-expression dichotomy) 

-‐ Exists upon creation (registration not required) 

-‐ Can be passed by will or assigned 

-‐ Duration: Life of the author (or last surviving author) plus 70 years for original 
works  

1.3. Trade Marks 

-‐ A trade mark is a sign used or intended to be used to distinguish goods and 
services 

o A "sign" includes the following or any combination of the following, 
namely, any letter, word, name, signature, numeral, device, brand, 
heading, label, ticket, aspect of packaging, shape, colour, sound or 
scent 

-‐ A ‘badge of origin’ for goods and services 

-‐ Requires registration  

-‐ Duration: potentially unlimited, but use must be maintained  

1.4. Industrial Designs 

-‐ Designs protect the visual elements of commercial manufactured products 

-‐ Requires registration (see Designs Act) 

-‐ Copyright/designs overlap: where something can be both, must be 
registered as a design 

-‐ Duration: 5 years duration (renewable up to 10 years) 

1.5. Plant Breeder’s Rights 

-‐ Exclusive rights over new varieties of plants and their reproductive material 



-‐ Encourages plant breeding and innovation through the grant of a limited 
commercial monopoly to breeders of new varieties 

-‐ Duration: 25 years for trees or vines and 20 years for all other species 

1.6. Circuit Layouts 

-‐ Circuit layouts are also protected 

2. RELATIONSHIP WITH OTHER PROPERTY RIGHTS 

2.1. Intellectual property is a species of property 

-‐ Relevant statutes (Copyright Act, Trade Marks Act, etc.) say IP is property 

-‐ Intellectual property is incorporeal/intangible 

-‐ Intellectual property is a bundle of rights 

-‐ Can be assigned or licensed  

2.2. Information economics 

Information and ideas are non-rivalrous resources because consumption by one 
does not prevent consumption by another: 

-‐ He who receives an idea from me, receives instruction himself without 
lessening mine; as he who lights his taper at mine, receives light without 
darkening me – Jefferson (1813)  

Intellectual property rights are not natural rights: 

-‐ If nature has made any one thing less susceptible than all others of exclusive 
property, it is the action of the thinking power called an idea – Jefferson 
(1813)  

Intellectual property rights help the spread of idea and can encourage innovation: 

-‐ An individual may exclusively possess [an idea] as long as he keeps it to 
himself; but the moment it is divulged, it forces itself into the possession of 
every one, and the receiver cannot dispossess himself of it – Jefferson (1813) 

Intellectual property rights introduce a legally enforceable right of excludability 
which creates commercial value, but is a double-edged sword by sometimes 
stifling the spread of the natural spread of information: 

-‐ That ideas should freely spread from one to another over the globe, for the 
moral and mutual instruction of man, and improvement of his condition, 
seems to have been peculiarly and benevolently designed by nature – 
Jefferson (1813) 

2.3. Reasons for IP 

-‐ Protection of ideas; 

-‐ Protection of effort; 

-‐ Incentive to create/invent; and 

-‐ Protection of reputation. 

Intellectual and industrial property laws come down on the side of promoting 
knowledge production, while deliberately imposing some check on knowledge 



use (compared with what would happen in a wide-open, no-proprietary free-for-
all) in order to provide more incentive and protection at the production stage. 

3. SOURCES OF LAW 

3.1. International law 

Intellectual property law stems from international treaties and bilateral 
agreements, making it roughly the same in each country: 

-‐ Paris Convention for the Protection of Industrial Property 1883 
-‐ Berne Convention for the Protection of Literary and Artistic Works 1886 
-‐ Agreement on Trade-Related Aspects of Intellectual Property Rights 1994 

(TRIPS) 
-‐ Australia – US Free Trade Agreement 2005 (AUSFTA) 

There are also a large number of bilateral treaties (treaties formed between two 
states) which are important in this area. In particular, the Australia-United States 
Free Trade Agreement of 2004 has been influential in the development of 
Australian intellectual property law. 

3.2. Australian domestic law 

Registration is usually a domestic issue and treaty obligations are ratified 
domestically: 

-‐ Copyright Act 1968 (Cth) 

-‐ Designs Act 2003 (Cth) 

-‐ Trade Marks Act 1995 (Cth) 

-‐ Patents Act 1990 (Cth)  

-‐ Plant Breeder’s Rights Act 1994 (Cth) 

-‐ Circuit Layouts Act 1989 (Cth)  

3.3. Constitutional basis for IP 

Intellectual property power: s 51(xviii) Commonwealth Constitution 

Section 51: The Parliament shall, subject to this Constitution, have power to 
make laws for the peace, order, and good government of the Commonwealth 
with respect to:  

(xviii): ‘copyright, patents of inventions and designs, and trade marks’ 

High Court endorsed the generality of the words of s 51(xviii) in Nintendo Co 
Ltd v Centronics Systems Pty Ltd and upheld the Circuit Layouts Act 1989 
(Cth): 

It is of the essence of that grant of legislative power that it authorizes the 
making of laws which create, confer, and provide for the enforcement of, 
intellectual property rights in original compositions, inventions, designs, 
trademarks and other products of intellectual effort. 

External affairs power: s 51(xxix) Commonwealth Constitution 

High Court in Grain Pool was cognizant that the external affairs power would 
support the Plant Variety Rights Act 1987 (Cth) but didn’t rely on it given the 
intellectual property power was sufficient. 



Topic 2: Trade Marks A – Registrability  

1. TRADE MARKS GENERALLY 

1.1. Definition 

A trade mark is a sign used, or intended to be used, to distinguish goods or 
services dealt with or provided in the course of trade by a person from goods or 
services so dealt with or provided by any other person: s 17 Trade Marks Act 

Sign includes the following or any combination of the following, namely, any 
letter, word, name, signature, numeral, device, brand, heading, label, ticket, 
aspect of packaging, shape, colour, sound or scent: s 6 Trade Marks Act 

1.2. Types of trade mark 

-‐ Standard 

-‐ Certification marks: Part 16. 

§ Certification marks are indications that a person certifies the goods 
as being of a particular quality, accuracy, origin, material, mode of 
manufacture and so on and thus distinguishable from other goods of 
the same type.  

o E.g. The woolmark in relation to pure wool garments or the 
Heart Foundation tick mark would be examples 

§ The registered owner of the mark has the exclusive right to use it but 
only in accordance with the rules governing its use:  

-‐ Collective: Part 15 

§ This is a sign used by members of an association to distinguish their 
goods and services from those of non-members: s 162.  

o E.g. Used to identify a group, such as the CA device used 
by Chartered accountants 

§ Collective marks cannot be assigned and transmitted. 

-‐ Defensive: Part 17  

§ For well-known marks, to protect instantly recognised brand names 
from dilution by use on unrelated products: s185 

o Eg. Coca-Cola clothing or Google breakfast cereal:  

-‐  

1.3. Justification for trade marks 

-‐ Reduces search costs for consumers 

-‐ Provides incentives to maintain consistent quality  

§ Customers are protected in their consumer choice towards a product and 
its quality, and thus are important for competitive advantage. 

-‐ Provides incentives to invest in branding  

§ Well recognised trademarks are associated with dominant market share 
in their respective indistries 



1.4. Advantages over common law 

-‐ No need to prove reputation 

-‐ Register makes it easier for competitors and others to determine which 
marks are protected 

-‐ Property scheme simplifies licensing and assignment 

1.5. Application and Registration process Overview – see below 
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2. TRADE MARKS SYSTEM AND HOW IT WORKS 
 

2.1. Application 
 
a. Who can make an application? 

 
-‐ An application for registration of a mark may be made by, inter alia, a 

person who claims to be the owner of the mark and is using or intends to 
use the mark: s 27 Trade Marks Act 1955 

 
-‐ The word ‘person’ includes both natural and legal persons and even a 

body of persons, whether incorporated or not: s 6.  
 

-‐ This allows unincorporated associations to be trade mark owners. Joint 
ownership is also possible under s 28 

 
b. What class of goods are being applied for? 

 
When you, as owner of an unregistered trademark, apply for registration you will 
have to choose which class of goods you want the mark to be registered for.  
 
The various classes of goods and services are listed in Schedule 1 of the Trade 
Marks Regulations 1995.  
 

-‐ There are 45 classes in all, 34 of them covering goods and 11 covering 
services; 
 

-‐ You don’t have to limit yourself to one class; you can register your mark 
for any number of classes, but it will cost more.  
 

-‐ The mark will then be examined and if it is accepted for registration you’ll 
pay a registration fee.  

o For example the registration fee in 2011 was $120 for each 
class if the application is made electronically 

c. Publication of Application 
-‐ After you file the application, the Registrar has to publish its particulars 

(s 30), examine the mark and either accept it or reject it.  

-‐ It cannot be rejected unless the applicant has been given an opportunity 
of being heard: s 33(4).  

-‐ If the Registrar accepts the application the decision must be advertised 
in the Official Journal: s 34. 

d. Opposition of Application 
-‐ If the Registrar has accepted an application for the registration of a trade 

mark, a person may oppose the registration by filing a notice of 
opposition: s 52.  

-‐ Both the opponent and the applicant then have to be given the 
opportunity of being heard: s 54(1).  



-‐ In the end the Registrar has to decide, in light of the opposition case, 
whether to refuse the mark or whether to go ahead and register it, with 
or without conditions and limitations: s 55. 

e. Amendment of application 
-‐ It is possible to amend an application for a trade mark under Part 6 but 

IP Australia warns that after you file your application the goods or 
services cannot be extended and only very minor amendments are 
allowed to the trade mark 

f. Registration of Application 
-‐ The Registrar may register a trade mark subject to conditions or 

limitations such as limitations as to colour: s 70.  

-‐ After registration the Registrar must advertise the registration in the 
Official Journal1 and give the owner a certificate of registration: s 71.  

-‐ The applicant can limit his or her own monopoly by expressly disclaiming 
some aspect of the mark: s 74.  

o This is likely to be done to fend off a potential opponent.  

NB: that under s 12 the ‘priority date’ for the purposes of this Act is the date 
of registration.  

Section 72 states that registration is taken to have had effect from the 
filing date of the application.  

g. Amendment and cancellation of registration 
-‐ Later on, after registration, it is possible for the Registrar to correct the 

register either by amending or cancelling the registration.  

o This may be done on the initiative of the Registrar under s 81, 
on the written request of the owner, or following a court order: s 
85. 

o Another reason why a trade mark may be removed is for non-
use and there is provision for an aggrieved person to make 
application for the removal: s 92.  

o There is also provision for an owner of a mark to oppose this 
application: s 96. 

h. Assignment and transmission of Registration 
-‐ A registered trade mark is personal property under s 21.  

-‐ The registered owner can deal with the mark as its absolute owner: s 22.  

-‐ Trade marks can be assigned or transmitted either totally, or partially in 
the sense that the mark may be assigned with regard to only some of the 
goods for which the mark is registered.  

§ Such assignments or transmission must be recorded by the Registry: 
Part 10. 

	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	   	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  	  
1  The online version of this journal can be found at 

<http://pericles.ipaustralia.gov.au/ols/epublish/content/olsTrademarkPDFs.jsp>, retrieved 14 January 2013. 



i. Groundless threats against Registration 
-‐ Under s 129 a person may not make groundless threats of legal 

proceedings for infringement of a trade mark.  

o In other words, if you are a solicitor and a client comes to you 
claiming that the client’s trade mark has been infringed, you 
should not send any letters threatening legal action until you and 
your client are quite sure that you would win the litigation.  

o If you breach this rule, action can be taken against your client for 
damages etc. (See further Topic 3) 

j. Time Period of Registration 

-‐ The initial period of registration is 10 years: s 72.  

-‐ At the end of each 10 years you will need to renew the mark. Provided 
that you do this you can keep your registration going indefinitely. In this 
respect the system differs from the patents and designs systems which 
you will meet later. 

-‐  

2.2 Application Procedure Summary 

Applicant: s27 
Person eligible if— 
• claims to be the owner of the trade mark; and  
• one of the following—  

o using or intends to use the trade mark in relation to the goods and/or 
services; 

o the person has authorised or intends to authorise another person to use the 
trade mark in relation to the goods and/or services; 

o the person intends to assign the trade mark to a body corporate that is about 
to be constituted with a view to the use by the body corporate of the trade 
mark in relation to the goods and/or services.  

 
Procedure 
1. Application examined: s31 
2. The registrar must decide on disputed classification of goods/services (decision not 

subject to appeal) s32 
3. Registrar to accept the application unless satisfied that— 

o there are grounds for rejecting it or s33(1)(a) 
o the application is not in accordance with the Act: s33(1)(b) 
← in which case must reject it: s33(3) 

4. An application may be accepted subject to conditions or limitations: s33(2) 
5. Grounds for rejecting an application 

• s 39 Trade marks containing certain signs 
• s 40 Trade mark that cannot be represented graphically 
• s 41 Trade mark not distinguishing applicant’s goods or services 
• s 42 Trade marks scandalous or its use contrary to law 
• s 43 Trade mark likely to deceive or cause confusion 
• s 44 Identical, etc trade marks 

6. May reconsider s33 
7. If application is to be rejected, applicant to be given an opportunity of being heard: 

s33(4) 
8. Registrar to notify applicant of decision to accept or reject the application and 

advertise the decision in the Official Journal: s34 



9. The applicant may appeal to the Federal Court against a decision of the Registrar to 
reject the application, or to accept it subject to conditions or limitations: s35 

10. Acceptance may be deferred s36. 
11. Acceptance may be revoked s38. 
12. Where Registrar accepted an application a person may oppose the registration by 

filing a Notice of Opposition within 3 months from the day on which the acceptance of 
the application is advertised in the Official Journal: s52 

13. Application may lapse within the prescribed period s37 
14. Registration expires after 10 years but can be renewed indefinitely for further periods 

of 10 years on payment of prescribed fees: ss72(3), 77 
 
Form: s27(2) 

• The application must: 
 (a) be in accordance with the regulations; and 
 (b) be filed, together with any prescribed document, in accordance with the 

regulations. 
• must specify the good/services in respect of which registration sought 
• Trade marks are divided into 34 classes for goods and 11 for services (3 new 

service classes are being added in 2002): Trade Mark Regulations 1995, 
Schedule 1 

• Application can be made in respect of goods or services, or goods and services, 
in one or more of the classes: ss27(5), 19(1), 19(2) 

 
Publication: s30 

• The Registrar must publish the particulars of the application in accordance with 
the regulations 

 
Certification trade marks 

• Will be certified by Commission: s175 
• Can accept subject to limitations: s176 

 
Authorship and ownership of marks 

• Person making application must be the owner of the trademark s27 
o Otherwise may be opposed: s58 

• Proprietary nature of trademark: a registered trade mark is personal property 
s21(1) 

 

 

 

 

 

 

 

 

 

 

 



3. REGISTRATION APPLICATION ( EXAMINATION ) 

3.1. Eligibility 

-‐ The owner of a trademark: s 27(1)(a) Trade Marks Act 

Applicant: s27 
 

Person eligible if— 
• claims to be the owner of the trade mark; and  
• one of the following—  

o using or intends to use the trade mark in relation to the goods and/or 
services; 

o the person has authorised or intends to authorise another person to 
use the trade mark in relation to the goods and/or services; 

o the person intends to assign the trade mark to a body corporate that 
is about to be constituted with a view to the use by the body 
corporate of the trade mark in relation to the goods and/or services.  

 
3.2. Registration criteria 

A trade mark is a sign used, or intended to be used, to distinguish goods or 
services dealt with or provided in the course of trade by a person from goods or 
services so dealt with or provided by any other person: s 17 Trade Marks Act 

Elements 

(a) trade mark is a sign; 

(b) used or intended to be used; 

(c) to distinguish goods and services; 

(d) dealt with or provided in the course of trade. 

a) Trade mark is a sign 

Sign includes the following or any combination of the following, namely, any 
letter, word, name, signature, numeral, device, brand, heading, label, ticket, 
aspect of packaging, shape, colour, sound or scent: s 6 Trade Marks Act 

 
‘A sign is anything which is capable of conveying information’ Philips Electronics 
v Remington Consumer Products. 

 

i. Aspect of packaging 

A crest on a seal on the neck of a bottle of alcohol was found to be a very 
unusual and quite distinctive trademark: Re Application by Hamish Robertson & 
Co Ltd 

ii. Shape 

A shape may be trademarked.  

There are three categories of shape: 

§ Shape of goods; 

§ Shape of container or packaging holding goods; and 

§ 3D shape used in connection with goods. 


