
Legal principle Case(s) Decision & ratio 

Breach of 

confidence 

Sent v John Fairfax Publications 

(2002) VSC 429 

The initial step in an action for breach of confidence is to establish the info in q with 

some degree of specificity. 

Smith Kline & French Laboratories 

(Australia) Ltd v Secretary, 

Department of Community 

Services and Health (1989) FCA 384 

It is not sufficient simply to claim that some unspecified info is confidential. 

Coco v A N Clark (Engineers) Ltd 

(1968) 1A IPR 587 

The following elements must be proven to succeed in an action for breach of confidence: 

the info was confidential in nature, the recipient was under an oblig not to disclose or 

use the info, and the recipient used or disclosed (or was likely to use or disclose) the 

info without permission. 

Confidential 

nature of info 

Talbot v General Television 

Corporation Pty Ltd (1980) VR 224 

It is not necessary that the info relate to any particular matter, be fully developed, or 

take any particular form. 

Fraser v Thomas Television Ltd 

(1983) 2 All ER 101 

The info may be in written form or merely oral. 

Public property 

or knowledge 

Maggbury Pty Ltd v Hafele Aus Pty 

Ltd (2001) 210 CLR 181 

Info contained in a patent app is not confidential. 

Australian Football League v The 

Age Co Ltd (2007) 15 VR 419 

If the info is not known within the relevant trade or industry, then it may be confidential 

even though it is known to other persons within the wider community. 

Saltman Engineering Co Ltd v 

Campbell Engineering Co Ltd 

(1963) 2 All ER 413 

Info may still be confidential even though the info is avail from public sources, provided 

a person wishing to duplicate the info would have to expend considerable time and 

expense in locating, selecting, and collating the raw data. 

Commercial 

value 

Talbot v General Television 

Corporation Pty Ltd (1980) VR 224 

A trade secret may lie in a merely signif twist or slant to a well-known concept. 

Confidential 

treatment 

Faccenda Chicken Ltd v Fowler 

(1985) 6 IPR 155 

If a plaintiff fails to take the steps to protect info, a court may conclude that the info was 

not confidential because the plaintiff did not appear to treat it as important or 

confidential. 

Wright v Gasweld Pty Ltd (1991) 

317 NSWLR 1 

For info to be treated as confidential, skill and effort must have been expended to 

acquire the info, info was jealously guarded by the employer, it is plainly known to the 

employee that the material was regarded as confidential, and the employee only had 

access by their seniority or high resp in the company. 



Employee 

know-how 

Ansell Rubber Co Pty Ltd v Allied 

Rubber Industries Pty Ltd (1967) 

VLR 37 

The design, construction and operation of Ansell’s machinery were not known in full. 

That secrecy gave the plaintiff a commercial adv. The secret info went beyond the 

employee’s subjective knowledge. 

Leica Geosystems Pty Ltd v 

Koudstaal (No 3) (2014) 109 IPR 1 

The material was of a confidential nature and Koudstaal was subject to a duty of 

confidence with respect to his access of it. The volume and complexity of the material 

taken negated a finding that it was employee know-how or part of his general 

knowledge. This was supported by the fact that it was downloaded during Koudstaal’s 

final days of employment. 

Trade secrets: 

industrial 

products and 

processes 

Saltman Engineering Co Ltd v 

Campbell Engineering Co Ltd 

(1963) 2 All ER 413 

The def could perhaps have developed the tools by having an engineer look at the 

punches. However, this did not justify the def dispensing with the need to spend the 

necessary time, money and effort required for such independent dev by coping the 

plaintiff’s drawings. Campbell knew that those drawings had been placed in their 

possession for a limited purpose, namely making certain tools in accordance with them. 

Crowder v Hilton (1902) SALR 82 Recipes and formulas have also been protected. 

Trade secrets: 

new product 

ideas 

Krueger Transport Equip Pty Ltd v 

Glen Cameron Storage & 

Distribution Pty Ltd (2008) 78 IPR 

262 

The courts may protect new product ideas even though the idea is still at an evolutionary 

stage. 

Fraser v Thames Television Ltd 

(1984) 2 All ER 101 

An oral idea may qualify as a trade secret, provided the plaintiff can establish that the 

communication was confidential and the content of the idea was clearly identifiable, 

original, of potential commercial attractiveness, and capable of being realised in 

actuality. 

Trade secrets: 

marketing info 

Wheatley v Bell (1982) 2 NSWLR 

544 

A new ad concept could amount to a trade secret, although the secret would be lost 

once the idea was put into practice. 

Interfirm Comparison (Australia) 

Pty Ltd v Law Society of NSW 

(1975) 2 NSWLR 104 

The results of a questionnaire or survey could amount to a trade secret. 

Thomas Marshall (Exports) Ltd v 

Guinle (1979) 3 All ER 193 

A knowledge of the particular officials with whom business can most satisfactorily be 

done may be an important and confidential matter. With many rival sources of supply, 

a detailed knowledge of the cheapest, most reliable, and most efficient sources must be 

something a skilled buyer would firmly keep to themselves as a valuable asset. 



Moorgate Tobacco Co Ltd v Philip 

Morris Ltd (No 2) (1984) 156 CLR 

414 

There was nothing in the ev nor the nature of the info that established that it was 

regarded as confidential, or that it was confidential. It was the type of general info that 

a licensor would make known to a potential licensee, even where the licensee produced 

a competing product. 

Trade secrets: 

customer lists 

Metrans Pty Ltd v Courtney-Smith 

(1983) 1 IPR 185 

Customer lists fall into the category of employee know-how and can only be protected 

by a valid restraint of trade clause.  

Del Casale v Artedomus (Aust) Pty 

Ltd (2007) 73 IPR 326 

Info that has been constructed solely from materials in the public domain, to which the 

skill and ingenuity of the human brain has been applied can be treated as confidential. 

Privacy and 

breach of 

confidence 

Australian Broadcasting Corp v 

Lenah Game Meats Pty Ltd (2001) 

208 CLR 199 

The HC rejected the arguments made by Lenah. There was no cause of action and if Aus 

did have a tort of privacy, this was not an eg. The info, though shocking in visual form, 

was public knowledge. 

Oblig of 

confidence 

Coco v A N Clark (Engineers) Ltd 

(1968) 1A IPR 587 

If a reasonable person would have realised that the info was being given in confidence, 

the recipient is under a duty not to disclose or use that info without permission. 

Deta Nominees Pty Ltd v Viscount 

Plastic Products Pty Ltd (1979) VR 

167 

A reasonable person is a person of ordinary intelligence and honesty. 

Consultants and 

advisors 

Deta Nominees Pty Ltd v Viscount 

Plastic Products Pty Ltd (1979) VR 

167 

Viscount was in the business of designing tools under contract and had been specifically 

hired to produce the tool in q. Although the contribution made by Viscount contained 

an ingenious or inventive step, Viscount had been adequately remunerated under the 

agreement. The idea belonged to Deta. 

Mense & Ampere Electrical 

Manufacturing Co Pty Ltd v 

Milenkovic (1973) VR 784 

The info had the necessary level of confidentiality about it, although it would not be 

sufficient for a patent. There was an implied term in the contract between the parties 

that Milenkovic would not use the plaintiff’s trade secrets for his own adv. 

Employees Robb v Green (1895) 2 QB 315 Green’s actions were a breach of his contractual duty of good faith. 

Green & Clara Pty Ltd v Bestobell 

Industries (1982) 1 ACLC 1 

Any employee who makes a personal profit by taking adv of info belonging to the 

employer can be ordered to pay those profits to the employer, even if the employer has 

not lost anything by the employee’s actions. 

Ex-employees Printers & Finishers Ltd v Holloway 

(No 2) (1964) 3 All ER 731 

The secret processes went beyond employee know-how. If the info can be fairly 

regarded as a separate part of the employee’s stock of knowledge, which a reasonable 

person would regard as the property of the old employer and not their own, the court 



(if it thinks there is a danger of the info being used or disclosed to the detriment of the 

employer) will grant an injunction. 

Faccenda Chicken Ltd v Fowler 

(1985) 6 IPR 155 

Fowler was free to compete with Faccenda and solicit its customers. In doing so, he was 

permitted to use his own knowledge of the whereabouts and requirements of those 

customers, the prices they have been paying, and the routes by which they are 

conveniently visited. This info was know-how rather than confidential. 

Barrett v Ecco Personnel Pty Ltd 

(1998) NSWCA 30 

A former employee can be prevented from soliciting the ex-employer’s customers by 

requiring the employee, at the time of hiring, to sign a non-solicitation agreement. 

Company 

directors 

Thomas Marshall (Exports) Ltd v 

Guinle (1979) 3 All ER 193 

A director owes a duty not to use the company’s trade secrets for their own profit. 

Green v Bestobell Industries Pty Ltd 

(1982) 1 ACLC 1 

A director who makes a personal profit by taking adv of info belonging to the company 

can be ordered to pay those profits to the company, even if the company has not lost 

anything by the director’s actions. 

Unauthorised 

use 

Seager v Copydex Ltd (1967) 2 All 

ER 415 

It is irrelevant that the person disclosing or using the info was not aware that they were 

not permitted to use the info. A person obtaining confidential info is not allowed to use 

it as a springboard or head-start for activities detrimental to the owner of such info.  

Defence of 

public interest 

Gartside v Outram (1856) 26 LJ Ch 

113 

Initial Services Ltd v Putterill (1968) 

1 QB 396 

Fraud and breaches of the law are covered by this defence. 

Castrol Aus Pty Ltd v Emtech 

Associates Pty Ltd (1980) 33 ALR 31 

It is not sufficient to argue that the public has an interest in the truth being told. 

Lion Laboratories Ltd v Evans 

(1984) 3 IPR 276 

It was in the public interest that the confidential correspondence be released because 

the consequences were so serious if the breathalysers were inaccurate (citizens could be 

fined or imprisoned on the ev of faulty breathalysers). 

Remedies Deta Nominees Pty Ltd v Viscount 

Plastic Product Pty Ltd (1979) VR 

167 

Where the def has used confidential info to obtain a ‘head-start’ and the info has 

subsequently become public knowledge, the courts may grant a limited injunction. 

Nexus Adhesives Pty Ltd v RLA 

Polymers Pty Ltd (2012) 97 IPR 160 

Damages or an account of profits awarded where a def used confidential info to develop 

a competing product will be based on the estimated time of the ‘head-start’. 



Coco v A N Clark (Engineers) Ltd 

(1968) 2 All ER 415 

Where the plaintiff is not really in a position to exploit the secret and would probably 

have licensed it anyway, the court will normally refuse an injunction. An interim 

injunction should be refused because either damages or an account of profits would be 

sufficient. 

Trade secrets 

and third parties 

Talbot v General Television 

Corporation Pty Ltd (1980) VR 224 

If some third person receives confidential info, that person may also be restrained from 

using or disclosing the info. 

Retractable Techs Inc v 

Occupational and Medical 

Innovations Ltd (2007) 72 IPR 58 

Whether an injunction will be granted depends on the extent to which the third party 

knew, or should have known, about the interest of the plaintiff, and whether the third 

party has provided any consideration for the info. 

Lifeplan Australia Friendly Society 

Ltd v Ancient Order of Foresters in 

Vic Friendly Society Ltd (2017) 

FCAFC 74 

Where an individual takes confidential info from a former employer and provides this to 

a subsequent employer who makes use of it, the new employer can also be liable for 

the breach of confidence. 

Employee’s 

duties 

Digital Pulse Pty Ltd v Harris (2002) 

40 ACSR 487 

Provides a summary of the duties owed by the employee under the general law. 

Purpose of the 

act 

Firmagroup Australia Pty Ltd v 

Byrne & Davidson Doors (1987) 

180 CLR 483 

The court limited the monopoly to the specific, individual appearance of the Firmagroup 

combination lock and recessed handle. Firmagroup was thus unable to stop competitors 

from producing a similar product using a recessed handle and lock. The def had 

sufficiently distinguished its product, so there was no breach. 

Design vs 

product 

Dalgety Australia Operations Ltd v 

FF Seeley Nominees Pty Ltd (1985) 

68 ALR 458 

The Act gives a monopoly in design and not the trading of the article to which it is 

applied. If something does not appeal to the eye, or take the article beyond the 

fundamental form, it is not a registerable design. The fundamental form of air conditions 

before the Dalgety product was of a ‘thick’ box or cabinet on a stand. The thinness of 

the Dalgety air conditioner went beyond this fundamental form and was registerable. 

Visual feature vs 

function 

British Franco Electric Pty Ltd v 

Dowling Plastics Pty Ltd (1981) 

NSWLR 448 

The fact that the shape of an article is largely dictated by function is irrelevant in 

determining whether the design should be registered. The castor design was therefore 

capable of being registered. However, the registration was cancelled because the design 

did not satisfy other requirements. 

Published within 

or outside Aus 

World Of Technologies (Aust) Pty 

Ltd v Tempo (Aust) Pty Ltd (2007) 

71 IPR 307 

The photo in the brochure and the copy of it on Tempo’s website were published prior 

to the priority date. The photo only showed the vacuum cleaner from the front, and 

therefore was not identical to the registered design. Thus, the registered design was 


